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PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

This is in response to the Examiner's Final Office Action mailed April 25, 2008 (the "Final Office 
Action"). 

Please note that a Notice of Appeal and the appropriate fee have been filed with this Request. 

The following are the errors in the Examiner's rejections and/or the Examiner's omissions of one or 
more essential elements needed for a prima facie rejection for which the Applicant respectfully 
requests review: 

First : On pages 3-6 of the Final Office Action the Examiner has rejected independent Claim 17 
under 35 U.S.C. 103(a) as being unpatentable over United States Patent No. 6,240,41 1 to Thearling 
("Thearling") in view of United States Patent Application Publication No. 2002/0174182 by 
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Wilkinson, et al. ("Wilkinson") and further in view of United States Patent No. 6,697,088 to 
Hollander ("Hollander"). 

With respect to those elements of Claim 1 7 that recite, "means to receive inputs from said customer 
system and to deliver said presentation to said customer system" and " wherein said inputs include a 
customer identification and a presentation definition identification ", in the Applicant's 
Amendment/Reply of December 4, 2007 to the Examiner's Office Action of September 6, 2007, the 
Applicant argued as follows: 

"First, Hollander does not teach receiving a presentation definition identification as an input 
from a customer system as recited in previous Claim 1 7. On page 6 of the Office Action the 
Examiner states (underlining added): 

"Thearling does not teach presentation definition identification. . . Hollander teaches 
presentation definition identification (Hollander column 4, lines 41-43) ." 
Please refer to FIG. 1, col. 4, lines 28-37 and col. 6, line 63 to col. 7, line 4 of Hollander 
(quoted above). The 'identifier' in Hollander is not received from a customer system or 
client. Rather, it is received from a host application 30 running on a host processor 20 (e.g., 
a mainframe computer) via an API message 42." 

In response, the Examiner states the following on page 16 of the Final Office Action (underlining 
added): 

"As to applicant's argument that 'Hollander does not teach presentation definition 
identification' is not found persuasive. . .Hollander does teach presentation definitions that 
the presentation manager retrieves from a database as shown in column 4, lines 40-43. It 
would be obvious to conclude that to retrieve anything from a database requires some sort of 
identifier to identify the object of interest (using identifiers to access information is inherent 
feature of a database) ." 

The Applicant respectfully submits that the Examiner's above statements do not address the 
Applicant' s argument. In particular, the Examiner has not stated where Hollander teaches receiving a 
"presentation definition identification" as an input from a customer system . 

The Applicant respectfully maintains that Hollander does not teach or suggest those elements of 
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Claim 17 referred to above. As such, the Applicant respectfully submits that a combination of 
Hollander, Thearling, and Wilkinson does not teach or suggest the subject matter of Claim 17. 
Consequently, the Applicant respectfully submits that Claim 17 is not obvious under 35 U.S.C. 
1 03(a). In addition, the Applicant respectfully submits that the Examiner has not established a prima 
facie case of obviousness against Claim 17 under 35 U.S.C. 103(a). 

Second : With respect to the same elements of Claim 17 referred to above, in the Applicant's 
Amendment/Reply of December 4, 2007 to the Examiner's Office Action of September 6, 2007, the 
Applicant argued as follows: 



"Fourth, Wilkinson does not teach receiving a presentation definition identification as an 
input from a customer system as recited in previous Claim 17. On page 3 of the Office 
Action the Examiner states (underlining added): 

'Thearling does not teach wherein said inputs include a customer identification and a 
presentation definition identification. . . Wilkinson et al. teaches wherein said inputs 
include a customer identification (Wilkinson et al., paragraph 0032. second column, 
lines 6-8; paragraph 0037, second column, lines 10-1 1).' 
The Examiner does not cite where Wilkinson teaches that the presentation definition 
identification is received as an input from a customer system. Paragraphs 0032 and 0037 of 
Wilkinson (quoted above) simply do not teach this. . .In addition, paragraphs 0032 and 0037 
of Wilkinson do not teach a presentation definition identification at all. All that paragraphs 
0032 and 0037 of Wilkinson teach are 'information presentation instructions'. Information 
presentation instructions are not the same as a presentation definition identification. 
According to paragraph 0032 of Wilkinson, information presentation instructions 'provide 
instructions to a 'touch point' (e.g., website, call center, email, phone system, a graphical 
user interface, etc.) for presenting information in accordance with an interaction motivation 
plan'. In contrast, a presentation definition identification as recited in previous Claim 17 is 
used to identify a presentation definition." 

In response, the Examiner states the following on page 17 of the Final Office Action (underlining 
added): 

"As per applicant's argument that 'Wilkinson et al. does not teach wherein inputs include a 
customer presentation definition identification is received as an input from a customer 
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system' is not found persuasive... Wilkinson et al. teaches in paragraph 0032, second 
column, lines 3-8 shows that database receives information associated with target 
interaction. The information could mean identification information as well as user 
identification. Therefore Wilkinson et al. broadly teaches the limitations of the claim in 
question." 

The Applicant respectfully submits that the Examiner's above statements do not address the 
Applicant's argument. In particular, the Examiner has not stated where Wilkinson teaches receiving 
a presentation definition identification as an input from a customer system . 

The Applicant respectfully maintains that Wilkinson does not teach or suggest those elements of 
Claim 17 referred to above. As such, the Applicant respectfully submits that a combination of 
Wilkinson, Thearling, and Hollander does not teach or suggest the subject matter of Claim 17. 
Consequently, the Applicant respectfully submits that Claim 17 is not obvious under 35 U.S.C. 
1 03 (a). In addition, the Applicant respectfully submits that the Examiner has not established a prima 
facie case of obviousness against Claim 17 under 35 U.S.C. 103(a). 

Third : With respect to those elements of Claim 17 that recite, " wherein said presentation definition 
includes a reference to a data mining model and one or more rules "and " wherein said means to 
generate applies said data mining model and said one or more rules to said customer attribute to 
produce an outcome for display in said presentation according to a format included in said 
presentation definition ", in the Applicant's Amendment/Reply of December 4, 2007 to the 
Examiner's Office Action of September 6, 2007, the Applicant argued as follows: 

"Sixth, on page 4 of the Office Action the Examiner states (underlining added): 

'Thearling does not teach one or more rules. . .Wilkinson et al. teaches one or more 
rules (Wilkinson et al. paragraph 0009, lines 19-20).' 

However, paragraph 0009 of Wilkinson (quoted above) does not specify that the rules are 

included in a presentation definition or are applied along with a data mining model to a 

customer attribute as recited in previous Claim 17." 
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In response, the Examiner states the following on page 18 of the Final Office Action (underlining 
added): 

"As per applicant's argument that 'Wilkinson et al. does not specify that the rules are 
included in a presentation definition' is not found to be persuasive. . .As per obviousness rule 
Wilkinson et al. teaches the multiple rules are possible. The claim also call for reference to 
data mining model not the model itself. The Wilkinson et al. reference teaches that 
information motivation plan sets guidelines and rules for information presentation; therefore 
the reference broadly teaches the argued claim limitation. " 

The Applicant respectfully submits that the Examiner's above statements do not address the 
Applicant's argument. In particular, the Examiner has not stated where Wilkinson teaches that the 
rules are included in a presentation definition or are applied along with a data mining model to a 
customer attribute . 

The Applicant respectfully maintains that Wilkinson does not teach or suggest those elements of 
Claim 17 referred to above. As such, the Applicant respectfully submits that a combination of 
Wilkinson, Thearling, and Hollander does not teach or suggest the subject matter of Claim 17. 
Consequently, the Applicant respectfully submits that Claim 17 is not obvious under 35 U.S.C. 
1 03(a). In addition, the Applicant respectfully submits that the Examiner has not established a prima 
facie case of obviousness against Claim 17 under 35 U.S.C. 103(a). 

The Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 



McCarthy Tetrault LLP 
Box 48, Suite 5300 
66 Wellington Street West 
Toronto Dominion Bank Tower 
Toronto, Ontario, Canada 
M5K 1E6 
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